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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in 
this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-8 are rejected under 35 U.S.C. 102(b) as being anticipated by Bushaw, U.S. 
Patent 1, 850,314. Bushaw discloses the same invention as claimed including: a first support 
member (upright 4); a workpiece reception member (39/40/41) perpendicularly attached 

to the first support member (see Figures 1 and 2); a handle member (20) attached to 
the first support member (see Figures 1 and 2) and includes a pair of identical severing 
members (each cutting edge of star-knife 26 or 26 and 30). 

As to claims 2 and 6, the handle of Bushaw is curved and therefore is serpentine 

shaped. 

As to claims 3 and 8, the reception member is a telescoping member (39/41, see 
Figure 2). 

As to claim 4, it should be noted that in apparatus claims the workpiece does not 
further limit the apparatus of claim 1 . 

3. Claims 1-8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Mendenhall, U.S. Patent 634,304. Mendenhall discloses the same invention as claimed 
including', a first support member (A or B 5 ); a workpiece reception member (L) 
perpendicularly attached to the first support member (directly to A or indirectly to B'); a 
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handle member (G and F) attached to the first support member (directly to B' or indirectly to 
A) and includes a pair of identical severing members (C). 

As to claims 2 and 6, the handle of Mendenhall is curved and therefore is serpentine 

shaped. 

As to claims 3 and 8, the reception member is a telescoping member (see Figure 
1 where L is adjustable). 

As to claim 4, it should be noted that in apparatus claims the workpiece does not 
further limit the apparatus of claim 1. 

4. Claims 1, and 4-5 are rejected 'under 35 U.S.C. Maillez, U.S. Patent 4,625,607. 
102(b) as being anticipated by Maillez discloses the same invention as claimed including: a 
first support member (7); a workpiece reception member (11) perpendicularly attached to the 
first support member (see Figures 1 and 2); a handle member (26) attached to the first 
support member (16) and includes a pair of identical severing members (1 8). 

As to claim 4, it should be noted that in apparatus claims the workpiece does not 
further limit the apparatus of claim 1 . 

5. Claims 12 and 14-15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bushaw, U.S. Patent 1,850,314, and Miller, U.S. Patent 396,339. Bushaw discloses the same 
invention as claimed including: a workpiece reception portion (39-41) having a certain shape 
capable of receiving and supporting a metal stud; a support member (1-4,24,31,32) having a 
first relatively projecting portion (1) and a second relatively thick portion (24,31 ,4), wherein 
the reception portion is mounted upon the second portion; a serpentine shaped handle (handle 
20 is curved) which is pivotally coupled to the second portion', a pair of substantially 
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identical severing members (each cutting edge of star cutter 26 or 26 and 30, see column 2, 
line 2, where it states that the cutter 30 is attached as shown in Miller) which are pivotally 

« 

couple to the second portion and capable of moving from an open position to a closed 
position upon movement of the handle toward and away from the support member. 

As claim 14, the reception portion is orthogonal to the longitudinal axis of the 
reception portion. 

As to claim 15, the pair severing members having at least two sharp edges as 
shown in Figure 1 . 

As to the phrases directed toward the specific workpiece, for example, "... which 
is similar to said metal stud, effective to receive and support said metal stud 5 ", they do 
not further define the invention as they are directed to a specific workpiece. 
6. Claims 12-13 and 14-15 are rejected under 35 U.S.C. 102(b) as being 

anticipated by Mendenhall, U.S. Patent 634,304. Mendenhall discloses the same invention as 
claimed including: a workpiece reception portion (A/J or L) having a certain shape capable of 
receiving and supporting a metal stud; a support member (A and B' or B ! ) having a first 
relatively projecting portion (A or B') and a second relatively thick portion (B 1 or O), wherein 
the reception portion is mounted upon the second portion; a serpentine shaped handle (F/G) 
which is pivotally coupled to the second portion; a pair of substantially identical severing 
members (C) that are pivotally couple to the second portion and capable of moving from 
an open position to a closed position upon movement of the handle toward and away 
from the support member. 

As to the phrases directed toward the specific workpiece, for example, "... which 
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is similar to said. metal stud, effective to receive and support said metat stud"', they do 
not further define the invention as they are directed to a specific workpiece. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bushaw, 
U.S. Patent 1,850,314, and Miller, U.S. Patent 396,339. Bushaw and Miller Discloses the 
invention substantially as claimed except for: the pair of feet for supporting the workpiece 
support; however, the examiner takes Official Notice that it is old and well known in the art 
to use feet in conjunction with workpiece supports for the purpose of supporting a workpiece 
support on a uneven ground or to provide stability during a cutting operation. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention was 
made to use feet with the workpiece support of Bushaw and Miller in order to provide 
stability to the device during a cutting operation. 

Response to Amendment 

9. The affidavit under 37 CFR 1.132 filed on 06/12/06 is insufficient to overcome the 
rejection of claims 1-8 and 12-15 based upon 35 U.S.C. 102 (b) as being anticipated by 
Bushaw (1,1850,314), Mendenhall (634,304), Malillez (4,625,607) and Miller (396,339) as 
set forth in the last Office action because: it refer(s) only to the system described in the 
above referenced application and not to the individual claims of the application. Thus, there 
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is no showing that the objective evidence of nonobviousness is commensurate in scope with 
the claims. See MPEP § 716. It should be noted that the affidavit defines the particular metal 
stud that has been described in the specification. However, the claims broadly recite "a stud" 
and "a stud reception member." Claims do not recite the specific structure of the stud and the 
stud reception member. 

Applicant's argument that the cited prior art does not disclose a stud or a stud 
reception member is not persuasive. It should be noted that during examination, the claims 
must be interpreted as broadly as their terms reasonably allow. Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1181 26 USPQ2d 1057 (Fed. Cir. 1993). 
In this case, i.e., a stud for a in a dollhouse can be considered as a stud that can be cut with 
any of cutting tools in the above cited references. In the cutting apparatus in the references 
above, the place or the support member that the workpiece or the stud is placed during 
cutting is considered to be a "stud resection member." It should be noted that the structure of 
the stud reception member has not been claimed. In addition, each workpiece in the above 
references has a shape similar to the metal stud and is placed on a support that has a shape 
similar to the shape of the workpiece. It is certain that if the cutting apparatus in the 
references is build larger, it would be able to cut a metal stud as well. In other words, the 
cutting apparatus in the above references are capable of cutting a small metal studs or a large 
metal studs if they are build larger. Furthermore, all the references cited blow read on claim 
1, since claim 1 is very broadly claims the instant invention. 
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Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Halverson et al. (3,393,595), Worsham (4,401,002), Matthews (4,130,037), Nebel 
(2,355,320), Herlihy (5,934,166), Hall et al. (3,714,856), Vertunni et al. (1.122.558), and 
Fasske teach a metal stud cutter. 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ghassem Alie whose telephone number is (571) 272-4501. 
The examiner can normally be reached on Mon-Fri 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley can be reached on (571) 272-4502. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, SEE http://pair-direct.uspto.gov . Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). ^ — ^ 
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August 17, 2006 



